§ 1.63 

of deposit^of the request for an apS 
cation under, this section will not hi 
tS"'' ^".^^^WDlicatloh unle^^^^^ 
tltipn with, the fee set io^h L 

thi. V^l^'^^^e ot an application under 
this section will be construed to to 
elude a waiver of secrecy by the annM 
c^nt under 35 U.S.C. 122 to the extent 
that any member of the public who J 
mtitled under the wo^is^^T^^ 
Ci-K 1.14 to access to, or Ihformatlnn 
concerniiig either the prlorSSn 

under the provisions of this section 
may be given similar access to. or ™ 
lar nformation concerning, the oth^r 
'f^^ Th wrapper.'**''"' 
tinf^ " ^"-"^ ^ '•^^"est for a con- 
Unulng application under this section 

lasJlSe^ Pri^nally fued and a. 

fllSa'^nrallStZS.- '''^^''^^'^ 
o/fipliS' '''^^''"'•ence address 
nil^iH^r'^i"^""" °* Prl" foreign ap- 

(5) The title of the Invention anH 
names of the applicants to be n^^^^ 
m the^continuing application. 
JtL^'^'"'^°^^^ containing only appli- 
cation papers and fees for filing under 
tWs^sectlon should be marlced^'Box 

JJtini ^'^V^Pllcation filed under this 
section IS found to be improper thp 
applicant will be notified and given a 
*™%.Perlod Within Which to correct 

irr^f 4^^-® ^ °^ date the filing 
correct 

tion is made before the payment of 
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the issue fee. abandonment of, or ter 

rases srS^s 

(35 U.S.C. 6, Pub. L. 97-247) 
Oath o 
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DECtAHATION 

§ 1.63 Oath or declaration. 

(a) An oath or declaration fJiAH 
cT£LS/^^^=^^-^P-To\"-aS^ 

emer^^feTtliB- ^°''°''^-- 
r^fii'^^"*"! inventor and the 
(4) State whether the Inventor is » 

or declaration milJ state "that t^^ 
Pemn making the oath VdeclS 

(1) Has reviewed and understands 
dudlnA'h''*^'^' '""^ sPecificat[on? iS 
S^^irtmiif/'^'"!*' amended by any 
tr^a^o^rVeSS ''''^^' '^ ^" 

mmm 

<c) in addition to meetine the r« 
quirements of paragraphs fp^ ann 
of this section, the oath or declaration 
to any application in which a cia^m for 
foreign priority is made pursuant to 
Lffon'?"'^ '^^'^"^y the forei^Tppl^ 
cation for patent or inventor's cert?fi 
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which priority 
ing the appJici 
day, month anc 
(d) In any e 
plication filed 
specified in 35 
closes and claiir 
dition to that di 
pending appiica 
ration must alsc 
making the oa: 
knowledges the 
rial information 
which occurred 
date of the prio 
national or PCT 
date of the conti 
cation. 

(35 U.S.C. 8, Pub. L 

§ 1.64 Person maki 
(a) The oath or 
made by all of t 
except as provlde< 

J}t^ If the person 
declaration is i 
(§§1.42. 1.43. orl- 
aration shall state 
the person to the 
information and 
sTate'' '"""^"t 

(35U.S.C. 6, Pub. L, 97 
148 PR 2711, Jan. 20,1 

§1.66 Officers authc 
oaths. 

or a 

made before any r 
United states autho 
minister oaths. An o 
e|en country may be 
diplomatic or consu 
authc 

an official seal and . 
fnmister oaths in th< 

authority shall be pr 
a diplomatic o 
Of the United States,, 
of an official designa 
country Which, by^tl 
"on. accords like effet 
designated officiaJs 
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the issue fee, abandonment of,, or ter- 
mination of proceedings on tiie prior 
application. If tlie filing error is not 
corrected within the time period set, 
the application will be returned or 
otherwise disposed of; the fee, if sub- 
mitted, will be refunded less the han- 
dling fee set forth In § 1.21(n). 

<36 U.S.C, 6, Pub. L. 97-247) 
[48 FR 2710, Jan. 20, 1983, as amended at 49 
FR 555, Jan. 4, 1984; 50 PR 9380, Mar. 7, 
1985; 54 FR 47519, Nov. 15, 1989] 

Oath or Declaration 

§ 1.63 Oath or declaration. 

(a) An oath or declaration filed 
under § 1.51(a)(2) as a part of an appli- 
cation must: 

(1) Be executed in accordance with 
either § 1.66 or ! 1.68; 

(2) Identify the specification to 
which it is directed; 

(3) Identify each Inventor and the 
residence and couhtry of citizenship of 
each inventor; and 

(4) State whether the inventor is a 
sole or joint Inventor of the invention 
claimed, 

(b) In addition to meeting the re- 
quirements of paragraph (a), the oath 
or declaration must state that the 
person malting the oath or declara- 
tion: 

(1) Has reviewed and understands 
the contents of the specification, in- 
cluding the claims, as amended by any 
amendment specifically referred to in 
the oath or declaration; 

(2) Believes the named Inventor or 
inventors to be the original and first 
inventor or inventors of the subject 
matter which Is claimed and for which 
a patent is sought; and 

(3) Aclcnowledges the duty to dis- 
close information which is material to 
the examination of the application in 
accordance with § 1.56(a). 

(c) in addition to meeting the re- 
quirements of paragraphs (a) and (b) 
of this section, the oath or declaration 
in any application in which a claim for 
foreign priority is made pursuant to 
§ 1.55 must identify the foreign appli- 
cation for patent or Inventor's certifi- 
cate on which priority is claimed, and 
any foreign application having a filing 
date before that of the application on 



p-^teiif and Trademark Office, Commerce 
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which priority is claimed, by specify- 
ing the application nmnber, country, 
day. month and year of its filing. 

(d) In any continuation-in-part ap- 
plication filed under the conditions 
specified In 35 U.S.C. 120 which dis- 
closes and claims subject matter in ad- 
dition to that disclosed in the prior co- 
pending application, the oath or decla- 
ration must also state that the person 
lii^ing the oath or .declaration ac- 
knowledges the duty to disclose mate- 
rial information as diefined in § l.S6(a) 
which occurred between the filing 
date of the prior application and the 
hatl6hal or PCT international filing 
date of the continuation-in-part appli- 
cation. 

(35 U.S.C. 6, Pub. L. 97-247) 

[48 FR 2711, Jan. 20, 1983i 48 PR 4285, Jan. 

31, 1983J 

§1.64 Person maldng oatli or declaration. 

(a) The oath or declaration must be 
made by all of the actual inventors 
except as provided for in §§ 1.42, 1.43, 
or 1.47. 

(b) If the person maldng the oath or 
declaration is not the inventor 
(ii 1.42, 1.43, or 1,47), the oath or dec- 
laration shall state the relationship of 
the person to the inventor and, upon 
information and belief, the facts 
.which the Inventor is required to 
state. 



81.66 Ofncers authorized to administer 
oaths. 

(a) The oath or affirmation may be 
made before any person within the 
United States authorized by law to ad- 
minister oaths. An oath made in a for- 
eign country may be made before any 
diplomatic or consular officer of the 
United States authorized to adminis- 
ter oaths, or before any officer having 
an official seal and authorized to ad- 
minister oaths in the foreign country 
in which the applicant may be, whose 
authority shall be proved by a certifi- 
cate of a diplomatic or consular officer 
of the United States, or by an apostille 
of an official designated by a foreign 
country which, by treaty or conven- 
tion, accords lllce effect to apostQles of 
designated officials In the United 



States. The oath shall be attested in 
all cases in this arid other countries, 
by the proper official seal of the offi- 
cer before whom the oath or affirma- 
tion is made. Such oath or affirmation 
shall be valid as to execution if it com- 
plies with the laws of the State oir 
country where made. When the person 
before whom the path or affirmation 
is made In this country is not provided 
with a seal, his official character shall 
be established by competent evidence, 
as by a certificate from a cleric of a 
court of record or other proper officer 
having a seal. 

(b) When the oath is talsen before 
an officer in a country foreign to the 
United States, any accompanying ap- 
plication papers, except the drawings, 
must be attached together with the 
oath and a ribbon passed one or more 
times through all the sheets of the ap- 
plication, except the drawings, and the 
ends of said ribbon brought together 
under the seal before the latter Is af- 
fixed and Impressed, or each sheet 
must be Impressed with the official 
seal of the officer before whom the 
oath is talten. If the papers as filed are 
not properly ribboned or each sheet 
Impressed with the seal, the case will 
be accepted for examination, but 
before it is allowed, duplicate papers, 
prepared in compliance with the fore- 
going sentence, must be filed. 
(85 U.S.C. 6; 16 D.&C. 1113, 1123) 
[47 FR 41276, Sept. 17, 1982] 

§ 1.67 Supplemental oath or declaration. 

(a) A supplemental oath or declara- 
tion meeting the requirements of 
§ 1.63 may be required to be filed to 
correct any deficiencies or inaccuracies 
present in an earlier filed oath or dec- 
laration. 

(b) A supplemental oath or declara- 
tion meeting the requirements of 
§ 1.63 must be filed: (1) When a claim 
is presented for matter originally 
shown or described but not substan- 
tially embraced in the statement of in- 
vention or claims originally presented; 
and (2) When an oath or declaration 
submitted in accordance with § 1.53(d) 
after the filing of the specification and 
any required drawings specifically and 
improperly refers to an amendment 
which includes new matter. No new 
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Patent and Trademarii Office 
37 CFR Parts I and 10 
CDod«!tNo.9107«-130«] 
IUN:0<51-AA27 

DutyofDIscIasure 

(2) provide flexible lime Jinute for 

closure sutements including the '^^'l^'^^^^J^^^^^ 
cases- (3) eliminate consideration of duty of disclosure_^uesl^ 
SeOffi« except in discipUnaiy and '^^'^f^;^^^ 
«S under otlie? limited circumstances; ?n<«jW 
^ng of patent applications which are "nW^^ f^^^ 

^cHieDaU.-mtch 16. 1W2.Tl.eseiiiI^wiIlb«ppli^^^^ 
Supplications and reexamination proceedings pending or filed 
after the effective date. ^„i.„p Vnn 

Forf«rtter;»!/on«ari<jnCo/<Mcr;ByleIephonea 
Horn f703-305-9054) or J. Michael TTiesz (703-305-9384) or by 
S2r.dd«««l io Cimmissionery Patents «f Tradema|^ 
Xhlngton. D.C a0231.«ndmarked tothe attention of Charies 

OT&woSteuie »Kl practiUoner ^-^.i^ 
SeFSe«lRegisterat54liR 1 1334 (Man* 17. »989).and.nU.e 
pSSrtandT^demaifc Office Qfifcia/<;«^^ 
PaLOff 12(Aptil4, 1989), was withdrawn. On August 6, 1991, 
5?Subi?shed"intl|e>.i.ra^^^^^^^ 
rotanaVdng relating to duty of d^Ios""- ^.j^^^'off 
notice was also published in the Official Ometu. 1 129 on. 
KatV- 5™(August 27. 1991). Sixtj written comments 



duty to disclose to the Office all infonnaUon toown to be 

ISe^^wiAthefUlngorpiosecationofapatemappUca-, 

^ 81 J6(Di ^ pmaw "or being made of iBcbia*# been 
ins«ld to S^U clear that infonnadon is not material to 
SS.i«wwilhin the meaning of § 136 if it is cumulaUve to 
KiXriMtion^lieadyofiecotdintheapplicationortxwt^^ 
S^rS ««de of -^^^^by w'i«nt. For ««nple 
8«re would be noWfU to the Off.(» for applicant to suto^^^^ 
fteOffice 10 different documents having ^e «>,f 
rimply because the infomiation was not cumulative to the mfor- 

'^^'^^t been n=placed by the tenn "estab- 

SfSrc^i«pS^^-.r"^^^^ 

XX Wo^nation oJ^peU a conclusion that the claim is 
unpatentable^^ Uie preponderance of evidence, bunlen-of- 

(2) Eli^SSM^inibeclaimitsbroadMtiftttonable 
^ ' lowiKtion consistent with the spec Htattion. and 

(3) befoieanyconsideiatlon fagiventoevidencewhich 
^ ' roay be sibmitted In an attempt to establish a con 

tn^ conclusion of patentability. 
Tliis prima S standari confoims to tl.;. standard used by an 
examW to determine whether a claim is prima facie 

'"•E''l'i6(bK2) has been modif.^from d^ text of the 
nioM«ed nile. The focus of this paragraph has been changed so 
SSITTow relate to infonnatiw which either refutes, or B 
iiKonsistent with, a position that «PP««=^,*J*^f J *'Xl on 

(I) opposing an argument of unpatentability reiieo on 
by the Office, or 

m Mseitine an argument of patentabUity. 
Tl«cto86««>mthrpiop4edfulemak«c!earthMinf<mn^^^^ 



Gaz. Pat. U«. 3.i VAUgusi 41. i^-j^w- "i"v ^--T- 
wete received in response to 
ApublichearinewasheldonOctober^^^^ 

•^.nTss7.£^«^S2SHl 

Drive, Arlington, VA. . «i,i„„ .c 

Familiarity with the notice of P^P^^^,.™'*?!*'"! J' 
sumcd. Changes in the text of the niles P>*'«»»elf«'' 
in the notice of proposed rulemaking are discussed. Comments 
received in writing and at the public hearing m response to the 
notice of proposed rulemaking are discus-sed. 

The rules as adopted shall lake effect as to a 1 
applications and reexamination proceedings either i;«"'"8 ™ 
nicd on or after the effecUve date of thtae 
information dIsclosuiB statement that is filed on rafter that date 
must comply with the provisions of S§ 1 .97 and 1 .98 to be entitled 

Cha°nges1n Text: The final rules contain several changes to the 
text of the rules as proposed for comment. Those changes are 

discussed below. 

Section 1 . 1 7(i)( 1 ) has been changed from the proposed text to 
rcllcct the recent increase in the amount of the fee for filing a 
|iciiiionfromS120.00to$130.00. j , r 

Section 1 .56(a) has been clarified to indicate that the duty of 
I an individual to disclose infoimation is based on the knowledge 



■^Sin K97(e) ^ been changed from the prop(»ed text to 
mdTltdear «M a ceitificatlon could conuin cither of two 
SenSx>ne statement Is that each itemof mformation inan 
uStion disclosure statement was cited » «P^^ 
from a patent office outside the U.S. not rnore than """j^' 
oriM tothe filine date of the statement. Under this certification, 
&to, matClhetherany '"^vidual wUh ad«y ac^^^ 
knew about any of the mformation cited before receiving the 
S.^rt ?A the alternative, U«certif.<»^^ 
^ SInTinformaiion contained n the '"/"""^''^f 
«M-meni wa-! cited in a communication from a foreign patent 
Smr?n a:oun.^Sl.rt foreign application or, to the knowWge 
of the oerson signing ihc certification after making reasonable 
?Murr>'TslS^ individual having aduly todisclose 
SSre?liuUhitc monihs prior to the filing of the statement. 

The dhanges to the lixl of §l.97(e) as proposed place the 
. nrioriiv on cettlnE rclevam information to the Office 

"p^3y Th SrSn to appji-t ™ 
orooosal has also been changed by adding the phrase alter 
S^K™n*lc inquiry" to make it clear that the ndmdua^ 



application wnn iiic ihiwh .r". 



Uin individual to disclose infoimation is based on the Knowieoge 
if that individual that the information is material to patentability. 
\ sentence has been added to § 1.56(a) to express the principle 
hat the Office does not condone the granting of a patent on an 

.ipplitiuion in connection with which fraud on the Office was „rtnii«ion inai mc uuv ■•«»»'•• 

priciced or a.icmpted or the duty of disclosure was violated ^temen ^ 

• roiii-h bud faith or intentional misconduct. In iiddition, § 1 .56(a) sw^™"' ?«m h is inSe best nteiesi of thiOfficc and the 
, pr.Tp„sed has been changed to indicate that if all in oimation defiH''^ "Ji-56t6); IVi'!!™.' ^" LmIs loette Infonnatlon to 
laicrial to paicnlabiliiy of any claim issued in a patent is cited by 8 
...< ....kn.iitn/i f A f h,* Ciftir^ in ihA mflnnerprcscnbed by I 
>s satisfied f 



ilie ( )rfitc or submitted to the Olfice in mc iiwinKi pre 
!SiSI.»»7(b)-(d) and 1.98. the Office will consider as si 



5l5 The7>i^>o^c of newparagraph W. is toensurethjrtnoone 
wild construe the mere filing of an '"fo™."""",*^*'?" 
Sent a< - a-™-lon that .^^^^^^ 



I public 10 penult and encouwge 
I the Office without fear of making an admission against 
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^nnitionof SliefbKn iherecanbcnodutytodBclosethe UonloiowntobeiMteiMltopatenUbiUiy. .,, . ,. 



renden a claim unpatentable n>ut for"), paragtapti ton/; re- sunemeras win nm -~ » ~ 

«vSn/cwSSt5blydlfi^Th^^ du^BdescriMinilJ6wUlbenK«aslongasU.emformauon 



be filedlneach application, wrhelhertlie infonnatJoii 1$ relevam ations to oemade man W"<=»'?n»™f?l'«^ 

^^.iSTtSe^S infotmaUon- be readied. S<«- *f 

Uon l^doesnotiequifeinfomwtionwhlchlsiwtrelevmtto "t^^S^^^J^rtZ^^SSSSft^ 
sub^ined. but only infonn«io„ which meet* .he definition of 

'^'Zt^sTC'^Z'r^.^^^-^V'op^^ ^^^ged^atwiilfurKilingoutftlscoaths 
i5pKHnulgaledjherewouldbenoncedforiMt)posed§IJi<(bK2) ^"^''>^^ ^lutM,, mibut <M f»hc 

with regari to infotmation which would malceapriraa faciecase f'P'y-J^^^'^ ^^5Tl?S^«Z.teOT««SisSm 

of unpaicnubility and other infottnation required by iwagraph ^^^^^'i '°-^^2^i^?^7„d7S[nf!^^ 

5I;h^T*^« f.«rtlM « lo the ianeuaee chanee to S I J6{bK2) appliciion in which an altcraUon was made, but a supplemeiital 

Win l«lp to ensuie that all materia! bets aie brought to the del^inlhedeadlineforrequinngdeclaiatlofwtjcmpiymglhere. 

ta^":^SSto3«a'wlS^ "**"''^.jiT'?kr?'!si';fJs^ 

^ZZ the «araiS2r's t^tTeSi^^^ information until after the first Office action, vrttljout coiwem 

SraX.l:!!VhS^^^^^^ ^^^S-jr/JtS^mmcnts suggested that proposed 

vaZ ; Sca^^^^^ S'-'/W '«J"°f J'.f S?a^'''for'^mming 

10 fall wiihin thi definition of materiality for the first time. would not be the only acceptable technique for submitting 

C«Zm5s 0« Mm™^^^ proposed 8l.5(S(cK3) vided with means for complying with the duty of disclosure by 

SrilncluS? tteT^^iT^^ following the roles, ttinfonnation is submitted 

obliati^ to asrfgn the application. iV3« class of those who that It is not considered by the Office, applicant will assume the 

EXHIBIT C 



